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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

In re application of  : LaPolla Industries, Inc.  

Serial No.   : 77/626,778 

Filed    : December 4, 2008 

Mark    : THERM-O-FLEX 

Trademark Attorney  : John M. Kelly 

Law Office   : 117 

Our File No.   : 1127.7009 

             

CERTIFICATE OF MAILING 

I hereby certify that this correspondence, and any attachments thereto, is being electronically filed with the 
TTAB. 

 

 Daniel S. Polley   /Daniel S. Polley/  August 24, 2013 
  Name of Person Mailing      Signature    Date 
                Paper 
             
 

REQUEST FOR REMAND AND AMENDMENT TO CURRENT 
IDENTIFICATION  OF GOODS 

 
Mail Stop TTAB 
Commissioner for Trademarks 
 
Dear Sir: 

 Pursuant to TBMP §1209.04, Applicant respectfully requests remand of the above-

identified application to the Examining Attorney and in support thereof respectfully states: 

1. Registration of the above-identified mark was refused under Section 2(d) by the 

Examining Attorney in view of U.S. Registration No. 2,814,821 (“the ‘821 

Registration”) for the mark THERMAFLEX owned by Emseal Joint Systems, 

LTD (“Emseal”). 

2. Applicant filed an Appeal of the Examining Attorney’s refusal to register on 

April 26, 2010. 

3. Applicant filed a Petition of Partial Cancellation of the ‘821 Registration which 

was assigned Cancellation Proceeding No. 92054089. 

4. In view of the Cancellation Proceeding, Applicant filed a Motion to Suspend 
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the appeal in this application on June 10, 2011 and this appeal was suspended 

by the Board on June 14, 2011. 

5. Applicant has now entered into a Consent and Co-Existence Agreement 

(“Agreement”) with Emseal the owner of the ‘821 Registration. The Agreement 

is attached hereto as Exhibit A.  

6. The Agreement was signed by Emseal on August 16, 2013 and by Applicant on 

August 21, 2013. As such, the Agreement was not available for the Examining 

Attorney’s consideration prior to the filing of the instant Appeal. Applicant also 

respectfully submits that the evidence represented by the Agreement is not 

cumulative in nature to any evidence already of record. 

7. It is also noted that TBMP §1207.02 specifically states that “because a consent 

agreement offered in response to a refusal to register…may be highly 

persuasive of registrability, the Board will grant a request to suspend and 

remand for consideration of a consent agreement if the request, accompanied by 

the consent agreement, is filed at any time prior to the rendering of the Board’s 

final decision on the appeal.”  

8. Applicant respectfully submits that the Agreement evidences that there is no 

likelihood of confusion between Applicant’s mark and the mark shown in the 

‘821 Registration and that the current Section 2(d) refusal based on the ‘821 

Registration should be withdrawn. 

9. Thus, in view of the Agreement, Applicant is seeking remand of the above-

identified application so that the Examining Attorney can consider the 

Agreement. 37 C.F.R. §2.142(d); TBMP §1207.02. 

10. Applicant’s current identification of goods for the above-identified application 

are as follows: “roof coatings, acrylic coatings, elastomeric roof coatings, 

primers, acrylic silicone primers, sealants, elastomeric sealants, caulks, 

caulking” 

11. As part of the Agreement, Applicant has agreed to delete “sealants, 

elastomeric sealants, caulks and caulking” from the identification of goods. 
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12. Accordingly, as part of the requested remand, Applicant also respectfully 

requests that the identified of goods for the above-identified application be 

amended to read: “roof coatings, acrylic coatings, elastomeric roof coatings, 

primers and acrylic silicone primers”. TBMP §1205.01 

13. In compliance with 37 C.F.R. §2.142(d) and TBMP §1207.02, this Request for 

Remand is being filed prior to the rendering of any final decision by the Board 

in this Appeal, as well as prior to the filing of any briefs for this Appeal.. 

 

WHEREFORE, Applicant respectfully requests that this Motion be granted in its 

entirety resulting in the above-identified application being remanded back to the Examining 

Attorney to amend the identification of goods and to consider the Agreement in connection 

with the amended identification. 

  

      Respectfully submitted, 
 
      /Daniel S. Polley/    
      Daniel S. Polley, Reg. No. 34,902 
      DANIEL S. POLLEY, P.A. 
      7251 W. Palmetto Park Road, Suite 202 
      Boca Raton, Florida 33433 
      Phone (561) 347-5955 
      Fax   (561) 807-5987 
      Email: dan@danpolley.com 
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